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REMARKS 

INTRODUCTION 

With this Amendment, claims 1 and 2 have been amended and claims 5-13 have been 
cancelled. Therefore, claims 1-4 are currently pending and under consideration. 

ENTRY OF RESPONSE UNDER 37 §1.116 

Applicants request entry of this Rule 116 Response and Request for Reconsideration 
because: 

(a) the rejected claims 5 and 6 have been canceled thereby at least reducing the issues 
for appeal; 

(b) it is believed that the amendment of claims 1 and 2 puts this application into 
condition for allowance; 

(c) the amendments of claims 1 and 2 should not entail any further search by the 
Examiner since no new features are being added or no new issues are being raised; and 

(d) the amendments do not significantly alter the scope of the claims and place the 
application at least into a better form for appeal. No new features or new issues are being 
raised. 

The Manual of Patent Examining Procedures ("MPEP") sets forth in §714.12 that M [a]ny 
amendment that would place the case either in condition for allowance or in better form for 
appeal may be entered." (Underlining added for emphasis) Moreover, §714.13 sets forth that 
"[t]he Proposed Amendment should be given sufficient consideration to determine whether the 
claims are in condition for allowance and/or whether the issues on appeal are simplified." The 
MPEP further articulates that the reason for any non-entry should be explained expressly in the 
Advisory Action. 

V 

REQUEST FOR ENTERING INFORMATION DISCLOSURE STATEMENT ("IDS") FILED 

An IDS was filed on January 19, 2009 as a result of an Office Action issued on October 
21, 2008 in the corresponding Japanese Patent Application No. 2005-504767. Applicants 
request that the documents in this IDS be considered and initialed. 
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CLAIM REJECTIONS UNDER 35 U.S.C. §102 

In this Office Action, at item 3, claim 1 is rejected under 35 U.S.C. §1 02(b) as being 
anticipated by Otomo (JP 2000-011448) ("Otomo"). 

The Examiner asserts that Otomo discloses a substrate that uses biodegradable 
materials, and a base material that is inherently non-hydrophilic. The Examiner also considers 
the response filed on August 12, 2008 not persuasive. 

With this Amendment, the subject matter in canceled claim 5 is now added to amended 
claim 1 . As a result, amended claim 1 now also recites a "release layer" that is between the 
"substrate" and the "recording layer." This amendment is supported by the description in the 
specification, for example, in paragraphs such as those from page 16, lines 11-19 of the 
originally filed application. One of the purposes of the release layer is to allow the "substrate," 
the "recording layer" and the "printing layer" to be separated from each other, thereby allowing 
disposal according to the material of each layer and making it possible to reduce the effects on 
the environment (Application, page 21, lines 17-21). 

Otomo does not disclose any "release layer" as recited in amended claim 1 of the 
application. Otomo only discloses a "substrate" and a "recording layer" (Otomo, FIGS. 2 and 3). 
Therefore, amended claim 1 is different from Otomo and is novel over Otoma. 

Otomo does not teach or suggest any "release layer" as recited in amended claim 1 of 
the application. Therefore, one having ordinary skill in the art would not have been prompted by 
the teachings in Otomo to add a "release layer" to the optical recording media in order to arrive 
at the invention according to amended claim 1 of the application. 

Therefore, amended claim 1 is not obvious over Otomo. Together with the conclusion 
on novelty noted above, amended claim 1 is patentable over Otomo. 

Matsuishi does not disclose any "release layer" as recited in amended claim 1 of the 
application. Matsuishi only discloses a substrate, a recording layer, a reflective layer, a 
protective layer, and an ink-receiving layer (Matsuishi, Abstract, lines 1-6). Therefore, amended 
claim 1 is different from Matsuishi and is novel over Matsuishi. 

Matsuishi does not teach or suggest any "release layer" as recited in amended claim 1 
of the invention. Matsuishi only teaches about the disposing of the "protective layer" either (a) 
by combining it with the "ink-receiving layer" or (b) by combining it with another "protective layer" 
(Matsuishi, column 19, lines 49-63). However, Matsuishi is silent about the use of a "release 
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layer" to potentially achieve separating different layers. Therefore, one having ordinary skill in 
the art would not have been prompted by the teachings in Matsuishi to add a "release layer" to 
the printable optical recording medium in order to arrive at the invention according to amended 
claim 1 of the application. 

Therefore, amended claim 1 is not obvious over Matsuishi. Together with the 
conclusion on novelty noted above, amended claim 1 is patentable over Matsuishi. 

Ota does not disclose any "release layer" between the "substrate" and the "recording 
layer" as recited in amended claim 1 of the application. Ota only discloses a film for exfoliation 
between the "recording layer" and the "reflecting layer" (Ota, FIG. 1). Therefore, amended claim 
1 is different from Ota and is novel over Ota. 

Ota does not teach or suggest any "release layer" between the "substrate" and the 
"recording layer" as recited in amended claim 1 of the application. Ota only teaches a film for 
exfoliation between the "recording layer" and the "reflecting layer." Also, Ota only teaches a 
"peeling operation hole" (component 7), which is a stoma that penetrates the "recording layer" 
(component 3) from the "substrate" (component 2) and reaches the film (component 6) for 
exfoliation (Ota, paragraph [0018], lines 3-5, see also FIG. 2). Furthermore, Ota teaches that an 
instrument (component 8), such as a wire, a thin stick, or a clip, is "put in the peeling operation 
hole" (component 7), then the film for exfoliation is thrust up at the tip of the "instrument" 
(component 8) while the substrate (component 2) is held and therefore the protective layer 
(component 5), the reflective layer (component 4) and the film (component 6) are removed from 
the recording layer (component 3) and the substrate (component 2) (Ota, paragraph [0019], 
lines 2-4, see also FIG. 3). Please find FIGS. 2 and 3 of Ota in Supplement A, which contains 
the Japanese version of Ota. 

Ota only teaches or suggests that it is necessary to provide the "peeling operation hole" 
(component 7), as shown in FIGS. 2 and 3, such that the "instrument" (component 8) is inserted 
into the "peeling operation hole" (component 7) in order to lift the "reflective layer" (component 4) 
and the "protective layer" (component 5) above the "release layer" (component 6), thereby 
removing the "reflective layer" (component 4) and the "protective layer" (component 5) from the 
"recording layer" (component 3). Ota does not teach how to remove the "recording layer" from 
the "substrate." 

In contrast, the "release layer" recited in amended claim 1 of the application is provided 
between the "substrate" and the "recording layer," so the "release layer" is near to the surface of 
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the optical disk and can facilitate the separation between the "substrate" and the "recording 
layer." As a result, the location of the "release layer" according to amended claim 1 makes the 
separation of the "substrate" and the "recording layer" easy to perform. Therefore, it is not 
necessary for the invention according to amended claim 1 of the application to provide for a 
"peeling operation hole" (component 7) as in Ota. Additional advantages according to amended 
claim 1 of the application include: (a) there is no need to use "the instrument" (component 8) in 
Ota; and (b) there are no potential troubles due to the presence of the "peeling operation hole" 
(component 7) in Ota such as contaminants, water vapor, or gas, that can negatively affect the 
recording or reproduction of the optical disk. 

Therefore, one having ordinary skill in the art would not have been prompted by the 
teachings of Ota to: (a) remove the "peeling operation hole" (component 7) in Ota; (b) remove 
the "instrument" (component 8) in Ota; and (c) change the location of the "release layer" from the 
being in between the "recording layer" and the "reflective layer" to being in between the 
"substrate" and the "recording layer." 

Therefore, amended claim 1 of the application is not obvious over Ota. Together with 
the conclusion on novelty noted above, amended claim 1 is patentable over Ota. 

In addition, amended claim 1 of the application is not obvious over the combined 
teachings in Otomo, Matsuishi and Ota. The Examiner admits in this Office Action at item 7, 
line 5 that Otomo and Matsuishi "fail to disclose a release layer." However, the Examiner 
asserts that it would have been obvious for one having ordinary skill in the art to incorporate the 
"release layer" of Ota in between the "substrate" and the "recording layer" of the medium of 
Otomo in view of Matsuishi. The Examiner further argues that an additional motivation to 
combine the references is that paragraph [0021] in Ota teaches that the release layer provides 
an "extra level of security" when information of the optical disc can be completely destroyed. 

Applicants respectfully disagree with the Examiner because paragraph [0021] in Ota 
focuses on separating the "metal" in the "reflective layer" from the rest of the optical disk 
recording medium. In addition, paragraph [0021] in Ota does not teach or suggest a method, or 
a need to separate the "substrate" and the "recording layer." Therefore, one having ordinary skill 
in the art would not have been prompted by the teachings in Otomo, Matsuishi and Ota to 
arrive at the invention according to amended claim 1 of the application. The lack of teachings 
and suggestions in Ota with regard to the location of the "release layer" could not have 
overcome the absence of a "release layer in the combined teaching in Otomo and Matsuishi. 
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Therefore, amended claim 1 is not obvious over Otomo, Matsuishi and Ota combined. 
Together with the conclusion on novelty noted above, amended claim 1 is patentable over 
Otomo, Matsui and Ota. 

The rejection of claim 1 under 35 U.S.C. §1 02(b) should be withdrawn. 

CLAIM REJECTIONS UNDER 35 U.S.C. §103 

(A) Claim 3 

In this Office Action, at item 5, claim 3 is rejected under 35 U.S.C. §1 03(a) as being 
unpatentable over Otomo. 

As noted above, independent amended claim 1 of the application has been shown to be 
not obvious over Otomo. Therefore, claim 3, which is dependent from amended claim 1 should 
not be obvious over Otomo. 

Applicants request that rejection of claim 3 under 35 U.S.C. §103 be withdrawn. 

(B) Claims 2 and 4 

In this Office Action, at item 6, claims 2 and 4 are rejected under 35 U.S.C. §1 03(a) as 
being unpatentable over Otomo in view of Matsuishi et al. (U.S. 5,972,457) ("Matsuishi") 

The Examiner asserts that Otomo teaches a substrate of biodegradable material but 
admits that Otomo fails to teach a "printing layer" on the opposite side of the substrate. The 
Examiner argues that Matsuishi teaches a printable optical recording medium in which a "link- 
receiving layer" may be combined with the base material layer. Then the Examiner concludes 
that it would have been obvious to one having ordinary skill in the art to use the protective layer 
and ink-receiving layers in Matsuishi in the optical disc of Otomo. Applicants respectfully 
disagree with the Examiner, especially in light of this Amendment. 

With this Amendment, the subject matter in canceled claim 6 is now added to amended 
claim 2. As a result, amended claim 2 now also recites a "release layer" that is between the 
"substrate" and the "printing layer." This amendment is supported by the description in the 
specification, for example, in paragraphs such as those from page 16, lines 11-19 of the 
originally filed application. One of the purposes of the release layer is to allow the "substrate," 
the "recording layer" and the "printing layer" to be separated from each other, thereby allowing 
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disposal according to the material of each layer and making it possible to reduce the effects on 
the environment (Application, page 21, lines 17-21). 

Otomo does not teach or suggest any "release layer" as recited in amended claim 2 of 
the application. Therefore, one having ordinary skill in the art would not have been prompted by 
the teachings in Otomo to add a "release layer" to the optical recording media in order to arrive 
at the invention according to amended claim 2 of the application. Therefore, amended claim 2 is 
not obvious over Otomo. 

Matsuishi does not teach or suggest any "release layer" as recited in amended claim 2 
of the invention. Matsuishi only teaches about the disposing of the "protective layer" either (a) 
by combining it with the "ink-receiving layer" or (b) by combining it with another "protective layer" 
(Matsuishi, column 19, lines 49-63). However, Matsuishi is silent about the use of a "release 
layer" to potentially achieve separating different layers. Therefore, one having ordinary skill in 
the art would not have been prompted by the teachings in Matsuishi to add a "release layer" to 
the printable optical recording medium in order to arrive at the invention according to amended 
claim 2 of the application. Therefore, amended claim 1 is not obvious over Matsuishi. 

In addition, amended claim 2 of the application is not obvious over the combined 
teachings in Otomo and Matsuishi. One having ordinary skill in the art would not have been 
prompted by the teachings in Otomo and Matsuishi to add a "release layer" in between the 
"substrate" and the "printing layer" as recited in amended claim 2 of the application. Therefore, 
amended claim 2 is not obvious over Otomo and Matsuishi, individually or as a combination. 

Furthermore, amended claim 2 is not obvious over the combined teachings in Otomo, 
Matsuishi and Ota. 

Ota does not teach or suggest any "release layer" between the "substrate" and the 
"printing layer" as recited in amended claim 2. As noted above, Ota only teaches a film for 
exfoliation between the "recording layer" and the "reflecting layer," a "peeling operation hole" 
(component 7), an "instrument" (component 8) and the separation of the metal in the "reflective 
layer" from the rest of the optical disk recording medium. 

One having ordinary skill in the art would not have been prompted by the combined 
teachings of Otomo, Matsuishi and Ota to arrive at the invention of amended claim 2 of the 
application. The lack of teachings and suggestions in Ota with regard to the location of the 
"release layer" as recited in amended claim 2 could not have overcome the absence of the 
teachings of a "release layer" in Otomo and Matsuishi. 
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Therefore, amended claim 2 is not obvious over Otomo, Matsuishi and Ota, individually 
or as a combination. Because claim 4 is dependent from amended claim 2, claim 4 should also 
be not obvious over Otomo, Matsuishi and Ota, individually or as a combination. 

The rejection of claims 2 and 4 under 35 U.S.C. §103 should be withdrawn. 

(C) Claims 5 and 6 

In this Office Action at item 7, claims 5 and 6 are rejected under 35 U.S.C. §1 03(a) as 
being unpatentable over Otomo, Matsuishi and Ota. 

With this Amendment, claims 5 and 6 have been canceled. The subject matter in 
cancelled claim 5 is now in amended claim 1 . Also, the subject matter in cancelled claim 6 is 
now in amended claim 2. 

The patentability of the subject matters of cancelled claims 5 and 6 over Otomo, 
Matsuishi and Ota has been discussed under amended claims 1 and 2, respectively. 

Applicants request that the rejection of claims 5 and 6 under 35 U.S.C. §103 be 
withdrawn. 
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CONCLUSION 

In accordance with the foregoing, it is respectfully submitted that all outstanding 
objections and rejections have been overcome and/or rendered moot, and further, that all 
pending claims patentably distinguish over the prior art. Thus, there being no further 
outstanding objections or rejections, the application is submitted as being in condition for 
allowance which action is earnestly solicited. At a minimum, this Amendment should be entered 
at least for purposes of Appeal as it either clarifies and/or narrows the issues for consideration 
by the Board. 

If the Examiner has any remaining issues to be addressed, it is believed that prosecution 
can be expedited and possibly concluded by the Examiner contacting the undersigned attorney 
for a telephone interview to discuss any such remaining issues. 

If there are any underpayments or overpayments of fees associated with the filing of this 
Amendment, please charge and/or credit the same to our Deposit Account No. 19-3935. 



Respectfully submitted, 



STAAS & HALSEY LLP 




By: 




David K. Ho 

Registration No. 53,025 



1201 New York Ave, N.W., 7th Floor 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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SUPPLEMENT A 

Japanese Version of Ota (2000-030302) 
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